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DETAILED ACTION 
Claim Objections 

1 . Claim 2 is objected to because of the following informalities: the claim states a 
"compute-readable medium" which is grammatically incorrect. Appropriate correction is 
required. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-8, 13, 20, 21, and 27-34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over European Patent Office, Annual Technical Report, hereinafter W IPO 
and Bambridge, A Java Application Framework for Support Staff and epoline 
(MADRAS), hereinafter MADRAS. 

4. With regard to claim 1 , which teaches a user interface that provides access to 
patent information comprising: a first display section that displays a plurality of first file 
links selectable by the user, each of the links providing access to a patent document, 
and stored on a computer readable medium in an image file format, further teaching a 
second display section which displays a plurality of second file links selectable by the 
user, providing access to a patent file and stored on a computer readable medium, 
further teaching the patent documents and the patent files accessible from the first and 
second display sections all pertains to the patent application, WIPO teaches a system 
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referred to as PHOENIX which was developed to completely remove all paper files and 
replace them with electronic versions, containing all data normally found in the paper 
folders, WIPO teaches the system managing incoming files (similar to the first display 
section of the applicant), on page 32, item 5, paragraph 1 , and being able to view the 
specific document, on page 32, item 5, paragraph 1 , he further teaches that these item 
are related to the items in a paper folder, ie related to the case, on page 32, item 5, 
paragraph 1 . MADRAS further describes the environment in which PHOENIX is used 
in, when they teach MADRAS being used as a user interface used for accessing the 
PHOENIX database (see page 2). It would have been obvious to one of ordinary skill in 
the art, having the teachings of WIPO and MADRAS before him at the time the 
invention was made to modify the system of obtaining electronic versions of patent 
documents of WIPO to include the MADRAS interface as did MADRAS. One would 
have been motivated to make such a combination because MADRAS provides an 
intuitive interface to the PHOENIX database and is know to be the primary means of 
accessing data in a PHOENIX. 

5. With regard to claims 2 and 21 , which teach the patent files on a computer 
readable medium in a format native to the application program or convertible to the 
native application program, WIPO teaches, on page 32, viewing the image file system 
on remotes client systems capable of viewing the computer data. 

6. With regard to claim 3, which teaches at least one of the patent files accessible 
through the plurality of second file links corresponding to a patent document accessible 
through the first file links, WIPO teaches, on page 32, that accessing the incoming 
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documents provides access to the individual files that are normally found in a file 
wrapper. 

7. With regard to claim 4, which teaches a third display section containing a 
correspondence between one or more of: inventor, in-house, or outside representative 
client systems, pertaining to the patent, WIPO teaches, on page 32, item 5, paragraph 
1, the user having access to messages and the ability to issue letters (a communication 
means between the applicant and the patent office). 

8. With regard to claims 5 and 29, which teach the first, second, and third plurality 
of file links being either html links or folders, WIPO teaches on pages 32-33, the user 
accessing either the group of documents (a folder, as in a specific mailing), or the link to 
that actual document over the web. 

9. With regard to claim 6, which teaches the first, second, and third sections being a 
panel on a Web page, WIPO teaches on pages 32-33, the user accessing either the 
group of documents (a folder, as in a specific mailing), or the link to that actual 
document over the web. MADRAS teaches, as sited above the use of panels in an 
interface environment. 

10. With regard to claim 7, which teaches the sections on a Windows based 
environment, MADRAS further teaches, on page 2, the first, second, and third sections 
being panels in a Windows environment. 

1 1 . With regard to claims 8 and 27, which teach the sections displayed adjacent to 
each other across a width of a display, on page 2, the first, second, and third sections 
being panels being displayed adjacent to one another across the width of the interface. 
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12. With regard to claim 13, WIPO teaches a system referred to as PHOENIX which 
was developed to completely remove all paper files and replace them with electronic 
versions, containing all data normally found in the paper folders, WIPO teaches the 
system managing incoming files (similar to the first display section of the applicant), on 
page 32, item 5, paragraph 1 , and being able to view the specific document, on page 
32, item 5, paragraph 1 , he further teaches that these item are related to the items in a 
paper folder, ie related to the case, on page 32, item 5, paragraph 1 . WIPO further 
teaches, on page 32, item 5, paragraph 1 , the user having access to messages and the 
ability to issue letters (a communication means between the applicant and the patent 
office). MADRAS further describes the environment in which PHOENIX is used in, 
when they teach MADRAS being used as a user interface used for accessing the 
PHOENIX database (see page 2). It would have been obvious to one of ordinary skill in 
the art, having the teachings of WIPO and MADRAS before him at the time the 
invention was made to modify the system of obtaining electronic versions of patent 
documents of WIPO to include the MADRAS interface as did MADRAS. One would 
have been motivated to make such a combination because MADRAS provides an 
intuitive interface to the PHOENIX database and is know to be the primary means of 
accessing data in a PHOENIX. 

13. With regard to claim 20, WIPO teaches a system referred to as PHOENIX which 
was developed to completely remove all paper files and replace them with electronic 
versions, containing all data normally found in the paper folders, WIPO teaches the 
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system managing incoming files (similar to the first display section of the applicant), on 
page 32, item 5, paragraph 1, and being able to view the specific document, on page 
32, item 5, paragraph 1 , he further teaches that these item are related to the items in a 
paper folder, ie related to the case, on page 32, item 5, paragraph 1 . WIPO further 
teaches, on page 32, item 5, paragraph 1, the user having access to messages and the 
ability to issue letters (a communication means between the applicant and the patent 
office) and the viewing being on a remote client computer (see page 32, item 5, 
paragraph 2). MADRAS further describes the environment in which PHOENIX is used 
in, when they teach MADRAS being used as a user interface used for accessing the 
PHOENIX database (see page 2). It would have been obvious to one of ordinary skill in 
the art, having the teachings of WIPO and MADRAS before him at the time the 
invention was made to modify the system of obtaining electronic versions of patent 
documents of WIPO to include the MADRAS interface as did MADRAS. One would 
have been motivated to make such a combination because MADRAS provides an 
intuitive interface to the PHOENIX database and is know to be the primary means of 
accessing data in a PHOENIX. 

14. With regard to claim 28, which teaches the first and third sections comprising a 
create icon that when selected by a client system creates a document to be stored in 
that section, wherein at least some information in the document is populated with 
information stored in the database, WIPO teaches, on page 32, the correspondence 
that takes place, and on page 33, the ability to file online, both imply that there need me 
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some means of starting the document, this information, after created, then becomes 
part of the PHOENIX database. 

15. With regard to claim 30, which teaches the first and third sections comprising a 
upload icon that when selected allows an electronic document to be associated with the 
patent application, WIPO teaches, on page 33, the ability to do online filing where it 
would be obvious that the client would upload documents to the server, requiring some 
sort of icon. 

16. With regard to claim 31 , which teaches at leas on of the patent files corresponds 
to on of the patent documents, WIPO teaches, on page 32, the individual patent files 
being a part of the patent documents sent in. 

1 7. With regard to claim 32, WIPO teaches a system referred to as PHOENIX which 
was developed to completely remove all paper files and replace them with electronic 
versions, containing all data normally found in the paper folders, WIPO teaches, on 
page 32 a user accessing the electronic document, where the users workstation would 
obviously contain a processor, a database, and a memory for storing the computer 
program, WIPO further teaches the system managing incoming files (similar to the first 
display section of the applicant), on page 32, item 5, paragraph 1 , and being able to 
view the specific document, on page 32, item 5, paragraph 1 , he further teaches that 
these item are related to the items in a paper folder, ie related to the case, on page 32, 
item 5, paragraph 1. WIPO further teaches, on page 32, item 5, paragraph 1, the user 
having access to messages and the ability to issue letters (a communication means 
between the applicant and the patent office). MADRAS further describes the 
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environment in which PHOENIX is used in, when they teach MADRAS being used as a 
user interface used for accessing the PHOENIX database (see page 2). It would have 
been obvious to one of ordinary skill in the art, having the teachings of WIPO and 
MADRAS before him at the time the invention was made to modify the system of 
obtaining electronic versions of patent documents of WIPO to include the MADRAS 
interface as did MADRAS. One would have been motivated to make such a 
combination because MADRAS provides an intuitive interface to the PHOENIX 
database and is know to be the primary means of accessing data in a PHOENIX. 
1 8. With regard to claim 33, WIPO teaches a system referred to as PHOENIX which 
was developed to completely remove all paper files and replace them with electronic 
versions, containing all data normally found in the paper folders, WIPO teaches, on 
page 32, item 5, paragraph 2, a users accessing the information from anywhere. WIPO 
further teaches the system managing incoming files (similar to the first display section of 
the applicant), on page 32, item 5, paragraph 1 , and being able to view the specific 
document, on page 32, item 5, paragraph 1 , he further teaches that these item are 
related to the items in a paper folder, ie related to the case, on page 32, item 5, 
paragraph 1 . WIPO further teaches, on page 32, item 5, paragraph 1 , the user having 
access to messages and the ability to issue letters (a communication means between 
the applicant and the patent office). MADRAS further describes the environment in 
which PHOENIX is used in, when they teach MADRAS being used as a user interface 
used for accessing the PHOENIX database (see page 2). MADRAS further teaches, on 
page 2, the PHOENIX database communicating through a server with the MADRAS 
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User Interface, It would have been obvious to one of ordinary skill in the art, having the 
teachings of WIPO and MADRAS before him at the time the invention was made to 
modify the system of obtaining electronic versions of patent documents of WIPO to 
include the MADRAS interface as did MADRAS. One would have been motivated to 
make such a combination because MADRAS provides an intuitive interface to the 
PHOENIX database and is know to be the primary means of accessing data in a 
PHOENIX. 

1 9. With regard to claim 34, which teaches the communication network being the 
Internet, WIPO further teaches on page 33, the user having the ability to file online. 

20. Claims 9-12, 14, 17-19, 22-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over WIPO, MADRAS, and USPTO, EAST, hereinafter EAST. 

21 . With regard to claim 9, which teaches the second display section including a 
plurality of fourth file links, being prior art references, WIPO and MADRAS teach the 
system for displaying patent documents in an electronic form as noted above, but don't 
specifically show a plurality of fourth file links, being prior art references, EAST teaches 
a system for viewing patent related documents in a plurality of windows, similar to that 
of WIPO and MADRAS, but further teaches, in figure EAST 1, the HTML tab providing 
links to Related Patents. It would have been obvious to one of ordinary skill in the art, 
having the teachings of WIPO, MADRAS, and EAST before him at the time the 
invention was made to modify the interfaces of WIPO and MADRAS to include these 
prior art links in the document. One would have been motivated to make such a 
combination because the prior are references are going to be in the document of WIPO 
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and MADRAS anyway, because they are said to contain all the files normally in the file 
wrapper, where the IDS contains these references. 

22. With regard to claim 10, which teaches the first and second display sections 
being separate windows, WIPO and MADRAS teach the system for displaying patent 
documents in an electronic form as noted above, but don't specifically show the first and 
second display sections being separate windows, EAST teaches a system for viewing 
patent related documents in a plurality of windows, similar to that of WIPO and 
MADRAS, but further teaches, in figure EAST 1 , the display of the first and second 
sections in separate windows. It would have been obvious to one of ordinary skill in the 
art, having the teachings of WIPO, MADRAS, and EAST before him at the time the 
invention was made to modify the interfaces of WIPO and MADRAS to include the 
ability to display the first and second screens in the same window or in different 
windows. One would have been motivated to make such a combination to allow for 
moving sections about the display. 

23. With regard to claim 1 1 , which teaches the first and second display sections 
being panels of a single window, WIPO and MADRAS teach the system for displaying 
patent documents in an electronic form as noted above, but don't specifically show the 
first and second display sections being separate windows, EAST teaches a system for 
viewing patent related documents in a plurality of windows, similar to that of WIPO and 
MADRAS, but further teaches, in figure EAST 2, the display of the first and second 
sections in a the same window. It would have been obvious to one of ordinary skill in 
the art, having the teachings of WIPO, MADRAS, and EAST before him at the time the 
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invention was made to modify the interfaces of WIPO and MADRAS to include the 
ability to display the first and second screens in the same window or in different 
windows. One would have been motivated to make such a combination to allow for 
moving sections about the display. 

24. With regard to claims 12, 19, and 22, which teach the patent documents being 
locked and not available to be edited, WIPO and MADRAS teach the system for 
displaying patent documents in an electronic form as noted above, but don't specifically 
show the patent documents being locked and not available to be edited, EAST teaches, 
a system for viewing patent related documents in a plurality of windows, similar to that 
of WIPO and MADRAS, but further teaches, in figure EAST 1 and 3, the documents 
being unable to be edited (Image, Text, HTML). It would have been obvious to one of 
ordinary skill in the art, having the teachings of WIPO, MADRAS, and EAST before him 
at the time the invention was made to modify the interfaces of WIPO and MADRAS to 
include the ability to provide uneditable documents. One would have been motivated to 
make such a combination because after documents are submitted and are being 
considered the applicant will not be able to change their work. 

25. With regard to claim 14, which further teaches the patent files on a computer 
readable medium in a format native to the application program or convertible to the 
native application program, WIPO teaches, on page 32, viewing the image file system 
on remotes client systems capable of viewing the computer data. 

26. With regard to claim 17, which teaches the first, second, and third display 
sections comprising a plurality of rows containing a file link selectable by a user to allow 
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the user to view one or more of the correspondence, WIPO and MADRAS teach the 
system for displaying patent documents in an electronic form as noted above, but don't 
specifically show the first, second, and third display sections comprising a plurality of 
rows containing a file link selectable by a user to allow the user to view one or more of 
the correspondence, EAST teaches, a system for viewing patent related documents in a 
plurality of windows, similar to that of WIPO and MADRAS, but further teaches in figures 
EAST 1-3, the systems containing rows of selectable file link information. It would have 
been obvious to one of ordinary skill in the art, having the teachings of WIPO, 
MADRAS, and EAST before him at the time the invention was made to modify the 
interfaces of WIPO and MADRAS to include the ability to provide the selectable rows of 
file links as did EAST. One would have been motivated to make such a combination 
because this would provide an easy way to access any of a plurality of docuents. 

27. With regard to claim 1 8, which teaches the first, second, and third plurality of file 
links being either html links or folders, WIPO further teaches on pages 32-33, the user 
accessing either the group of documents (a folder, as in a specific mailing), or the link to 
that actual document over the web. 

28. With regard to claim 23, which teaches the patent document being in a bit 
mapped format, WIPO and MADRAS teach the system for displaying patent documents 
in an electronic form as noted above, but don't specifically show the patent document 
being in a bit mapped format, EAST teaches, a system for viewing patent related 
documents in a plurality of windows, similar to that of WIPO and MADRAS, but further 
teaches in figure EAST 1 and 3, the documents being unable (bit mapped) to be edited 
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(Image, Text, HTML). It would have been obvious to one of ordinary skill in the art, 
having the teachings of WIPO, MADRAS, and EAST before him at the time the 
invention was made to modify the interfaces of WIPO and MADRAS to include the bit 
mapped documents as did EAST. One would have been motivated to make such a 
combination because this is likely the form a scanned document will take. 

29. With regard to claim 24, which teaches the patent documents stored in a bit 
mapped format include documents scanned from a paper document and documents 
generated from patent files, in figure EAST 1 and 3, the documents being unable (bit 
mapped) to be edited. Where the image file is a scanned in representation of the 
patent and the Test file is a document generated from the patent files. 

30. Claims 15, 16, 25, and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over WIPO, MADRAS, and USPTO, WEST, hereinafter WEST. 

31 . With regard to claim 15, which teaches a forth section including summary 
information related to the patent application, including at least title and file number, 
WIPO and MADRAS teach the system for displaying patent documents in an electronic 
form as noted above, but don't specifically show a forth section including summary 
information related to the patent application, including at least title and file number, 
WEST teaches, a system for viewing patent related documents in a plurality of windows, 
similar to that of WIPO and MADRAS, but further teaches in figure WEST 1 , that the left 
hand column containing summary information. It would have been obvious to one of 
ordinary skill in the art, having the teachings of WIPO, MADRAS, and WEST before him 
at the time the invention was made to modify the interfaces of WIPO and MADRAS to 
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include the forth section containing summary information. One would have been 
motivated to make such a combination because this would provide a means for the user 
to get a quick idea of what the particular documents is about. 

32. With regard to claim 16, which teaches the fourth section comprises an icon that 
when selected provides additional information, in figure WEST 1 , that the left hand 
column contains summary information where upon double clicking provides a more 
detailed description in the right hand column. 

33. With regard to claim 25, which teaches the web page including an information 
icon that causes an information web page to be displayed, with at least the filing date 
and application number, WIPO and MADRAS teach the system for displaying patent 
documents in an electronic form as noted above, but don't specifically show the web 
page including an information icon that causes an information web page to be displayed 
with at least the filing date and application number, WEST teaches, a system for 
viewing patent related documents in a plurality of windows, similar to that of WIPO and 
MADRAS, but further teaches in figure WEST 1 , that the left hand column contains 
summary information where upon double clicking provides a more detailed description 
in the right hand column. It would have been obvious to one of ordinary skill in the art, 
having the teachings of WIPO, MADRAS, and WEST before him at the time the 
invention was made to modify the interfaces of WIPO and MADRAS to include the 
selectable summary information. One would have been motivated to make such a 
combination because this would provide a means for the user to get a quick idea of 
what the particular documents is about before opening it. 
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34. With regard to claim 26, which teaches the information web page including links 
to additional information, including priority information, power of attorney information, 
assignment information and comments, WIPO further teaches, on page 32, all of the 
document normally found in the paper folder being included, where the priority 
information, power of attorney, and assignment information are usually included in the 
folder. 

Conclusion 

35. The prior art made of record on form PTO-892 and not relied upon is considered 
pertinent to applicant's disclosure. Applicant is required under 37 C.F.R. § 1 .1 1 1(c) to 
consider these references fully when responding to this action. The documents cited 
therein teach systems for electronically displaying information related to a patent. 

36. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis G Bonshock whose telephone number is (703) 
305-4668. The examiner can normally be reached on Monday - Friday, 8:30 a.m. - 5:00 
p.m. 

37. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Cabeca can be reached on (703) 308-3116. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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38. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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-wJPERVISORY PATENT EXAMINER 
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